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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1,2,4-11,1 8-35 are rejected as failing to define the invention in the 
manner required by 35 U.S.C. 112, second paragraph. 

The claim(s) are narrative in form and replete with indefinite and functional or 
operational language. The structure which goes to make up the device must be clearly 
and positively specified. The structure must be organized and correlated in such a 
manner as to present a complete operative device. The claim(s) must be in one 
sentence form only. Note the format of the claims in the patent(s) cited. 

As examples, note the following. 

3. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

4. Claim 1 recites the limitations "diverter module is a separate part" in line 10 and 
"wherein the bid directionally (bidirectionally) drivable transport path is in a fixed position 
relative to the part' in lines 12 and 13. It is unclear what "part" is being referred to since 
the entire apparatus comprises "parts". Additionally, note that it is suggested that the 
phrase "bid directionally" be changed to bidirectionally. 

Claim Rejections - 35 USC § 102 
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5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-9, 15, 17, 20-22, 24, 25, 28 and 29-31 and 33-35 are rejected under 35 
U.S.C. 102(e) as being anticipated by Saltsov et al (US 6,371,473 B1). 

Regarding Claims 1 and 2, Saltsov '473 discloses a transport system (1) having 
various transport paths, a diverter device (500), a central transport path (104), said 
diverter device having a bi-directionally drivable transport path formed by halves (702, 
704) as illustrated in figures 15, 28 and 29, the bidirectionally drivable transport path 
being between two transport path branchings, and a diverter module formed in part with 
elements (2, 3a, 3b and 3c) with twelve inputs/outputs, i.e, six each at each diverter 
(500, 700, 702, 704). Note that path defined by (702, 704) is construed to run through 
the center of diverters (500), as illustrated at figure 15, thus connecting several 
branchings as the diverter is rotated to match up the bidirectionally drivable transport 
path with the various branchings accordingly. Note that central path (104) is stationary, 
i.e., fixed, with respect to diverter (500). Note also that the path defined by elements 
(702, 704) is fixed relative to the diverter (500), i.e., they do not move with respect to 
diverter (500). Note that Applicant's claims do not preclude any of these interpretations. 
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Further regarding Claim 1, note that Saltsov's diverter module is a "separate part" 
and that it can be removed from Saltsov's apparatus. 

Note also that Saltsov's bidirectionally driveable transport path (104) is fixed in 
position with respect to the diverter module (500), which is movable, i.e., rotatable with 
respect to said path (104). 

Regarding Claim 3, note that diverter module (2, 3a, 3b and 3c) and components 
thereof may be removed, opened and separated, for example, as illustrated at figure 28. 

Regarding Claim 4, note that diverter (500) located between (2) and (3a), with six 
input/outputs is connectable with diverter (500) located between (3b and 3c). 

Regarding Claim 5, note figure 15, which illustrates that both diverters (500) may 
be coordinated so as to create a single path (104) through the diverter device. 

Regarding Claim 6, note that diverter (500) is construed as having several 
"diverter vanes" (700, 702 and 704) as illustrated in figure 28. 

Regarding Claims 7, 15 and 17, note that the diverter vanes of Saltsov are 
moved by a drive device, i.e., an actuator, in the form of a gear train connected to a 
motor, as described at col. 8, lines 15-26. 

Regarding Claims 8 and 25, Saltsov discloses an input device in the form of an 
input slot assembly (1 01 ). Note that elements (3a, 3b and 3c) of the diverter module 
are escrow devices which have the capability to store the banknotes temporarily. 
Saltsov also has a receiving cashbox in the form of cassette (4). 
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Regarding Claims 9, 22 and 28, note that Saltsov discloses both escrow 
elements (3a, 3b and 3c) as well as cassette (4), with transport paths leading to and 
from these elements, as illustrated in figure 15. 

Regarding Claims 20 and 21 , Saltsov discloses a banknote storage device (122) 
with film strip (124) wound on a spool/drum (130), driven by a motor (134), as disclosed 
at col. 5, lines 45-65. 

Regarding Claim 24, see Saltsov, figure 18, noting that the diverter is located 
between escrow devices (3b and 3c). 

Regarding Claim 29, Saltsov illustrates in figure 29a and at col. 9, line 25-col. 10, 
line 5, a direction of rotation switch over transmission with an input shaft (866) with first 
output shaft (870) and second output shaft (872). Note that the shafts are rotatable in 
either clockwise or counterclockwise direction. 

Regarding Claim 30, note third transmission output shaft (868), which drives in 
one direction when attached to shaft (866) due to the fact that the gears of these shafts 
must rotate opposite to each other. 

Regarding Claim 31, note figure 29, illustrating the geared couplings between 
said shafts. 

Regarding Claim 33, note drive unit, as discussed at col. 10, lines 1-5 of Saltsov. 

Regarding Claim 34, note that gear (872) is connected to unidirectional path 
(850) if it is rotated in one direction and that the gear (870) is connected to the bi- 
directional device. 
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Regarding Claim 35, note again that said apparatus of Saltsov is for depositing 
banknotes. All components are "connectable". Note that the term "connectable" is not 
connected. Each of Saltsov's components are "connectable" to everything else in 
Saltsov's apparatus, as is Applicant's components in the claimed apparatus. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

9. Claims 10-14, 16 and 27 and 32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Saltsov "473 in view of Salstov (US 7,051 ,926 B2). 

Saltsov '473 discloses the banknote apparatus as described above. 
Regarding Claim 10, Saltsov '473 does not expressly disclose, but Saltsov '926 
discloses a diverter (100a) having five separate transport paths about the diverter, as 
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illustrated in figure 3, with diverter (100a) having five separate paths and ten separate 
input/outputs. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to have used a diverter having five separate transport paths and ten separate 
input/outputs for the purpose of directing banknotes to more storage and processing 
devices, thus increasing the capacity of the banknote apparatus. 

Regarding Claim 1 1 , it would have been obvious to one of ordinary skill to have 
connected any of the five paths of Saltsov '926 with any of the ten input/outputs of the 
diverter (100a) so as to direct bills to any particular path as required. 

Regarding Claims 12-14, note that the actuator discussed in reference to Claim 
7, above, is construed to have a transmission in the form of a gear train, connected to a 
motor, as described at col. 8, lines 15-26 of Saltsov '473. 

Note that it would have been obvious to one of ordinary skill in the art to have 
added as many outputs as required so as to drive several items with a single drive 
input. Note also that it would have been obvious to include a freewheel, such as a 
clutch, as recited in Saltsov '473 at col. 5, lines 54-65, for the purpose of allowing the 
transmission to engage and disengage shafts and gears from the driving mechanisms. 
Note that these are well-known techniques of transmitting power through mechanical 
means, as illustrated by Saltsov '473. 

Regarding Claim 16, note that it would have been obvious to engage and 
disengage the driving motor via at least one freewheel/clutch so as to selectively drive 
various components of Saltsov '473's banknote apparatus. 
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Regarding Claim 27, note that it would have been obvious to have used belts to 
connect the drive transmission to the other driven components such as the diverters of 
Saltsov's apparatus, as again, this is a well-known technique of transmitting drive power 
from a driving component to a driven component. Note figure 14, for example, which 
illustrates such belts (233). 

Regarding Claim 32, official notice is taken that it would have been obvious to 
connect flywheels to any particular output transmission in order to drive another 
component. 

10. Claims 18 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Saltsov "473 in view of Mennie et al (US 6,241 ,069). 

Saltsov '473 discloses the banknote apparatus as described above. 
Regarding Claims 18 and 19, note that Saltsov '473 discloses at col. 2, lines 7-12, that a 
controller controls all "modular components" so as to transport banknotes into any of the 
escrow devices (3a, 3b, 3c). 

Saltsov '473 does not expressly disclose, but Menne discloses setting user 
specific defaults, i.e., user defined keys, for the purpose of customizing operation of a 
banknote handling apparatus at col. 15, line 35-col. 16, line 25. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to have incorporated user-defined defaults for the purpose of customizing the 
operation of Saltsov's banknote handling apparatus. 

1 1 . Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Saltsov 
"473 in view of Ross (US 6,540,1 36 B1 ). 



Application/Control Number: 10/507,438 Page 9 

Art Unit: 3653 

Saltsov '473 discloses the banknote apparatus as described above. 
Regarding Claim 23, note that Saltsov '473 discloses a cassette (4). 

Saltsov '473 does not expressly disclose, but Ross discloses a cassette having 
reed switch and magnet at col. 1 , lines 15-35. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to have incorporated a reed switch and magnet in Saltsov's cassette, as taught 
by Ross, for the purpose of detecting the level of the banknotes in the cassette. . 

Response to Arguments 
12. Applicant's arguments filed 9/1 2/08 have been fully considered but they are not 
persuasive. 

The recent decision rendered in KSR International Co. v. Teleflex Inc., 550 
U.S._, 82 USPQ2d 1385 (2007) forecloses the argument that a specific teaching, 
suggestion or motivation is required to support a finding of obviousness. See recent 
Board decision Ex Parte Smith, -USPQ2d-, slip op. at 20, (Bd. Pat. App. & Interf. June 
25, 2007) (citing KSR, 82 USPQ2d at 1396) (available at 
http://www.uspto.qov/web/offices/dcom/bQai/Drec/fd071925.pdf ). 

Also, "[a] combination of familiar elements according to known methods is likely 
to be obvious when it does no more than yield predictable results." KSR Int'l v. Teleflex 
Inc., 127 S. Ct. 1731, 82 USPQ2d at 1396. 

Additionally, "[w]hen a work is available in one field of endeavor, design 
incentives and other market forces can prompt variations of it, either in the same field or 
a different one. If a person of ordinary skill can implement a predictable variation, § 103 
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likely bars its patentability." KSR Int'l v. Teleflex Inc., 127 S. Ct. 1731 , 82 USPQ2d at 
1396. 

1 3. Applicant asserts that the last action was improperly made final because of the 
inadvertent inclusion of cancelled claims such as Claims 12-17 in the rejections. 
However, it is pointed out that New Claims 29-35 had been specifically analyzed and 
discussed in the prior rejection. Therefore, since all claims had been properly 
discussed in sufficient detail in the prior non-final action, the current action will be made 
final. 

Applicant asserts that the last office action included the argument that "the 
bidirectionally drivable transport path passes through the center points of the switch 
members (500)." 

However, regardless of whether or not the paths pass through the exact center 
point of element (500) or not, element (500) of Saltsov '473 links the transport 
branchings inasmuch as Applicant's apparatus does. Applicant's Claim 1 language at 
lines 5-7 states as follows. 

wherein the transport system has a diverter device with a bidirectionally drivable 

transport path linking two transport path branchings to permit banknotes in said transport 

path to be transported in two opposite directions. 
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Note that Saltsov's diverter device has a bidirectionally drivable transport path 
formed between elements (702, 704) as illustrated in figures 28 and 29. As illustrated in 
figures 21-24, as element (500) is rotated, the central drivable path is mated up with the 
branches located outside the perimeter of the diverter device so as to transport bills in 
directions that are located opposite each other, i.e., to the left and to the right of diverter 
(500) as needed. 

Thus, Applicant's claims are construed to read on Saltsov's apparatus. 

Note also that with regards to assertions of what elements comprise which 
module, the term "module" is a relative term which simply means a collection of parts. 
Note that any number of parts can be construed to be a module. Note that any number 
of parts can be construed to be a module that can be removed or connected as 
required. There are no limitations in Applicant's claims which limit this interpretation. 

With regards to the 103 rejection above, note that contrary to Applicant's 
assertions, the inputs/outputs of storage devices (2, 3a, 3b and 3c) are transport paths 
as they are paths on which banknotes are transported. 
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In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Thus Applicant's claims are construed to read on the combination of Saltsov 
'473, Saltsov '926 and Mennie. 

Conclusion 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JEFFREY A. SHAPIRO whose telephone number is 
(571)272-6943. The examiner can normally be reached on Monday-Friday, 9:00 AM- 
5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick H. Mackey can be reached on (571)272-6916. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jeffrey A. Shapiro/ 
Examiner, Art Unit 3653 

December 15, 2008 



